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DETAILED ACTION 
Allowable Subject Matter 
The indicated allowability of claims 24-30 and 33 is withdrawn due to further 
consideration of the previously applied reference to Staehlin et al (US Patent 
6,309,394). Rejections based on the interpretation follow. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-3, 5, 6, 11-19, 21, 23-30, 33, 37 and 39-75 are rejected under 35 
U.S.C. 102(b) as being anticipated by Staelhin et al (US Patent 6,309,394). 

Staelhin et al disclose a device (Figure 11) comprising: an outer member (518 
and 534 together) with a spherical (See Figure 15A) terminal end at its distal end; the 
terminal end defines an opening (See Figure ISA) which includes a cutting portion; a 
hollow (Definition of hollow from Dictionary.com Unabridged V 1 .0.1 is given as: having 
a depression or concavity: a liollow surface.) inner member (560 with the depression 
being just under the section 564) received within the outer member; a cutter (514, 516, 
and 532 together) coupled to the inner and outer members such that rotation of the 
inner member about an axis causes off-axis/perpendicular movement of the cutter 
(Column 11, Lines 36-49); the outer member has first and second arch-shaped 
chambers (530 on both 518 and 534); the chambers are located in an inner surface 
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(See Figure 11) of the terminal end of the outer member (518 and 534); the cutter has 
a first (548a) and second shaft (548b) located 180 degrees apart from each other along 
an outer surface of the cutter; each shaft is in a respective one of the outer member 
chambers (530); the shafts (548a/b) have teeth that directly interact with teeth (on gear 
550) located on the distal end of the inner member; the cutter comprises a hollow body 
(Figures 13A-13D) with a cutting portion (opening for 514) and an extended portion 
(520). 

The method steps recited in claims 27-30 and 33 are covered by the device 
disclosed in Figure 1 1 in normal use when the cutter sweeps into a parallel orientation 
with the outer member thereby extending the cutter distally of the distal end of the outer 
member. As for cutting tissue, it is noted that bone is tissue. The cutting action would be 
slicing, and it has already been stated that rotating the inner member causes an off- 
axis/perpendicular rotation of the cutter. 

In regard to apparatus claims claiming configured to shear tissue between the 
cutter and outer member, the device is inherently capable of holding tissue between the 
cutter assembly and the outer member to cause a shearing of the tissue. 

In regard to product-by-process recitations of the terminal end opening of the 
outer member is formed by a cut and the cutter opening is molded, they are given no 
patentable weight. Patentability depends on whether a product is known in the art or it 
is obvious, and is not governed by whether the process by which it is made is 
patentable. In re Klug, 333 F2d 905, 142 USPQ 161 (CCPA 1964). 
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Response to Arguments 
Applicant's arguments filed July 14^^, 2006 have been fully considered but they 
are not persuasive. Applicant alleged that the addidtion of "hollow" was not anticipated 
by Staehlin et al. As described in the current Office Action, hollow can merely refer to 
having a depression along its surface. In regard to claim 47, it is not found persuasive 
because if the cutter was already active but not engaged with tissue, motion by the 
inner member would be required to "cut tissue." 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard R. Shaffer whose telephone number is 571-272- 
8683. The examiner can normally be reached on Monday-Friday (7am-5pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Richard Shaffer 
September 28^^ 2006 



